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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of the restriction in the reply filed on 10/16/06 is 
acknowledged. In addition, since claim 38 was amended, those claims are no longer restrictable. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 22-38 and 40-47 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claims 22 and 38, "an electrode connector" is inferentially included and it is unclear if 
the applicant is positively reciting the element or functionally reciting the element. Since there is 
a mechanic connection claimed in the claims, the examiner has interpreted the connector as 
being positively recited and it is suggested to amend the claims accordingly by first reciting the 
connector before another element is connected to it. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 22-26, 29-31, 33, 34, 36-38, 40-43, 46, and 47 are rejected under 35 
U.S.C. 102(b) as being anticipated by Hoffmann et al (5534022). Hoffmann shows in figure 13 
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the use of a distal ring electrode, 38, coil electrode, 20, proximal ring electrode, 36, and another 
proximal ring electrode as element 20'. Hoffmann also shows the use of electrode connector, 
e.g. 27/26/29, in figures 4, 5, or 7 and incorporates by reference 08/018832 (patent 5385578) to 
describe how the electrode is welded/adhered/connected to the conductor. In addition, Hoffman 
is capable of meeting the functional use recitations presented in the claims of being used for 
insertion through the sacrum into position for stimulation of one or more sacral nerves without 
causing damage since Hoffmann's lead is of a similar size (about 2.5 mm) and shape as the 
applicants lead and Hoffmann's lead is very flexible and used in the veins and the heart (e.g. 
figures 9. 10, column 3,etc.) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
:iner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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Claims 28, 32, 35, and 45 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Hoffmann. 

Hoffman discloses the claimed invention having a diameter of "about 2.5 mm" which 
meets the limitation of the applicants claim language of "about 2 mm" and shows in figures 4, 5, 
7 and 8 and describes in the incorporated reference, 08/018832, how the electrode is welded to 
the electrode connector as a butt weld. 

In the alternative, Hoffmann discloses the claim invention except for the diameter of the 
coil being about 0.5 to about 2 mm and the connector being butt-welded to the electrode. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to modify the implantable lead as taught by Hoffmann, with the diameter of the coil being 
about 0.5 to about 2 mm and the connector being butt-welded to the electrode since it was known 
in the art that implantable leads use: the diameter of the coil being about 0.5 to about 2 mm to 
provide an implantable lead that is small, unobtrusive, and does not interfere with the bodies 
functions; and the connector being butt-welded to the electrode to provide a secure, reliable, and 
easily produced connection to connect two elements. 

In addition, for the claimed 0.5-2 mm range, it has been held that where the general 
conditions of a claim are disclosed in the prior art, discovering the optimum or workable ranges 
involves only routine skill in the art [In re Aller, 105 USPQ 233] and it has been held that a 
prima fane case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough that one skilled in the art would have expected them to have the 
same properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 227 USPQ (Please 
see MPEP 2144.05 



Application/Control Number: 09/843,05 1 Page 5 

Art Unit: 3762 

Claims 27 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hoffmann. 

Hoffman discloses the claimed invention except for the length of the coil electrode to be 
0.1 to 1 .5 inches. It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the implantable lead as taught by Hoffmann, with the length 
of the coil electrode to be 0.1 to 1.5 inches since it was known in the art that coil electrodes are 
provided in the length of 0.1 to 1.5 inches to allow the coil electrode to be placed near the area 
that needs stimulation without needing the precise placement of say a point electrode and/or to 
provide the appropriate stimulation field to effectively stimulate a particular area of the body. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. The prior art cited with this action and the previous cited 
prior art are evidence of the obvious elements used in the 103 rejections and are several 
examples of many showing the use of coil diameter and length and butt welding. 

Conclusion 

A ^y inquiry concerning this communication or earlier communications from the 
examiner should be directed to George R. Evanisko whose telephone number is 571 272 4945. 
The examiner can normally be reached on M-F 6:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on 571 272 4955. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



George R Evanisko 
Primary Examiner 
Art Unit 3762 



GRE 

December 23, 2006 



